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Sir: 
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Restriction Requirement 

In the Restriction Requirement, the Examiner requested Applicants to elect one of the 

following 
inventions: 

Group I (claims 1-6) drawn to an array of polynucleotides. 
Group II (claims 7-9) drawn to a high throughput method for detecting differential 
expression of genes. 

Group III (claims 10-1 1) drawn to a high throughput method for screening a plurality of 
molecules to identify a compound that specifically binds to a cDNA. 

Group IV (claims 12-14) drawn to a polynucleotide or vectors or host cells containing 

same. 

Group V (claim 15) drawn to a method of making a protein. 
Group VI (claim 16) drawn to a polypeptide or protein. 

Group VII (claims 17-1 8) drawn to a method of using a protein to screen a library to find 
compounds that bind the protein. 

Group IX (claim 19) drawn to a method of making an antibody. 
Group X (claim 20) drawn to an antibody. 

Applicants hereby elect, with traverse, to prosecute Group I, which includes and is drawn 
to Claims 1-6. Applicants submit that the polynucleotides of Group I could be examined 
together with their methods of use as recited in claims 7-9 and 10-11, Groups II and III, 
respectively, without undue burden considering that they depend from and are of the same scope 
as the polynucleotide combination claims 1-6. Applicants further submit that the polynucleotide 
composition of matter claims, claims 12-14 of Group IV and their method of use in making a 
protein could also be examined together with Groups Mil without and additional burden of 
search The MPEP at 803.04, gives examples of nucleotide sequence claims containing 
independent nucleotide sequences recited in the alternative form (Example (A) in MPEP 803.04), 
and combination claims (Examples (B) and (C) in MPEP 803.04), as in Groups IV (claims 12- 
14) and I (claims 1-6), respectively, of the instant application. The MPEP then considers proper 
restriction in those instances as follows: 
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In applications containing all three claims set forth in examples (A)-(C), 

the Office will require restriction of the application to ten sequences for initial 
examination purposes. Based upon the finding of allowable sequences, claims 
limited to the allowable sequences as in example (A), all combinations, such as in 
examples (B) and (C), containing the allowable sequences and any patentably 
indistinct sequences will be rejoined and allowed. 

Rejoinder will be permitted for claims requiring any allowable sequence(s). 
Any claims which have been restricted and nonselected and which are limited to 
the allowable sequence(s) will be rejoined and examined. (Emphasis added) 

Proper restriction practice in the present case would allow examination of the 
combination claims of Group I together with the composition of matter claims of Group IV 
without undue burden by examining the ten sequences recited in claim 12 (SEQ ID NOs:l, 1 1-18, 
and 25) with respect to the patentability of both groups of claims. It is noted that at the bottom of 
page 5 of the present restriction requirement, the Examiner states that: "a fully responsive 
communication will comprise a proper election of a group and a sequence as set forth above" 
(emphasis added). However, no such sequence election is set forth anywhere previously in the 
Office communication. 

Applicants therefore request reconsideration of the restriction requirement and 
examination of all of claims 1-15 in Groups I-V. In the event the Examiner maintains the 
restriction requirement, applicant will, at a later time, request rejoinder of any combination or 
composition of matter claims previously restricted, but later found to contain allowable 
sequences, in accordance with MPEP 803.04, above. Applicants will also ask for rejoinder of 
any method claims limited in scope to allowed combination or composition of matter claims in 
accordance with in Re Ochiai and the MPEP 821.04. Finally, Applicants reserve the right to 
prosecute the subject matter of all other non-elected claims in subsequent divisional applications. 
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CONCLUSION 
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Applicants believe that no fee is due with this communication. However, if the USPTO 
determines that a fee is due, the Commissioner is hereby authorized to charge Deposit Account 
No. 09-0108. 



Respectfully submitted, 
INCYTE CORPORATION 

Date: 6^7^,^ Q A 

David G. Streeter, PhD. 
Reg. No. 43,168 

Direct Dial Telephone: (650) 845-5741 

Customer No.: 27904 

3160 Porter Drive 
Palo Alto, California 94304 
Phone: (650) 855-0555 
Fax: (650) 849-8886 
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